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DETAILED ACTION 
Response to Arguments 
L Applicant's arguments with respect to claims 1-20 have been fully considered and are 
partially persuasive. However, because of the applicant's argument emphasizes organic pigment, 
upon further consideration, a new ground(s) of rejection is made in view of Patil et al 
(US6342209). Therefore, the rejection has been withdrawn. 

Status of Application 

2. Claims 1-20 are pending and presented for examination. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
- patent by another filed in the United States before the invention by the applicant for patent, except that an 

international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-20 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Patil et al9US6342209). 

The claims are drawn to water and oil emulsion(e.g. water in oil emulsion or oil in water 
emulsion) which comprises silicone resin film forming polymer; at least one film forming 
polymer selected from the group consisting of (i) a silicone/acrylate copolymer, (ii) a 
vinyl/silicone copolymer or a mixture thereof ; at least one organic pigment; at least one linear 
volatile silicone oil present about 0.1-99.9%; and water present about 0.1-95%. 
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Patil et al teaches a cosmetic composition such as a mascara product is made into the 
form of water-in-oil or oil-in- water emulsion, wherein the mascara contains 0.1-50% water, 0.5- 
55% oil, 0.1-30% pigment and 0.1-30% of one or more synthetic polymers(e.g. film forming 
polymers) see col. 12, lines 37-44. In light of Patil's teaching in his disclosure, film forming 
polymers(synthetic polymers) wherein the polymers are one or more film forming polymers(0.1- 
95%) selected from silicone resins(e.g. trimethylsiloxy silicate), silicone/acrylate copolymers and 
so on, see col. 2, lines 62-col. 3, lines 41. US'209 al teaches organic pigments present about 0.1- 
30%, see col. 8, lines 10-29. Furthermore, US'209 teaches silicone oils including volatile cyclic 
silicone oils(e.g. cyclomethicone see present about 0.5-95%, see col. 6, lines 50-67), and an oil 
phase comprising dimethicone and isohexadecane or isododecane, (see col.7, lines 26-43); and 
0.1-50% water. 

As to claims 4-13, all the critical elements required by the instant claims are well taught 
at col. 8, lines 9-29. For example, US'209 teaches azo, triphenylmethane, anthraquinone, 
xanthene dyes which are designated as D&C and FD&C blues, browns, greens, oranges, reds, 
yellows, etc dyes. 

It is noted that the recitation found in preamble of claim 7 has not been given patentable 
weight. A preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 
150, 152, 88 USPQ 478, 481 (CCPA 1951). It is note that claim 15 which requires 
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Dimethicone's viscosity of 1 centipoise at 5 is met by the cited reference because Patil teaches a 
dimethicone and 1 centipoise at 20°C is inherent property and thus the claim is met. 

Thus, one skilled artisan readily envisaged the claimed invention from Patil's teaching. 

Even if the claimed composition has not been duplicated in any examples exemplified 
composition and minor variations in order to maximize industrial applicability as well as 
customer satisfaction is modified in routine practice. As to claims 9 and 14 , for example, claim 9 
requires monoazo whereas US'209 teaches azo; claim 14 requires pyrazole as yellow pigment 
whereas US'209 teaches other yellow pigments, said modification are already well known in the 
art at that time of the invention was filed and does not render the claims patentable (see 
evidentiary documents, PTO-892, US6458390, 6326013, 6091491).Therefore, even if applicant 
argues that Patil' s reference is not anticipating the claimed invention because it has not been as 
identical, the claimed invention is readily apparent and considered to be obvious over the 
teaching of Patil's patent and prior art of the record. 

Each critical element required by the instant claims is taught by cited reference and minor 
variations such as selection of active agents and carriers including the selection of its derivatives 
and analogs(functionally equivalent species), mixing and adjusting process in order to determine 
most effective outcome(results) is considered to be well within the skilled level of the artisan. 

One would have been motivated to do so, with reasonable expectation of success because 
it is always desirable to have extended therapeutic modalities to improve patient's compliance by 
enhancing patient satisfaction and increasing the selection option. The techniques andi skills 
required for making such substitution is conventional knowledge or well within the skills of 
ordinary artisan and thus, obvious , absent evidence to the contrary. Thus, the claimed subject 
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matter is well within the scope of the patented invention which renders the claims not patentably 
distinct over the prior art of the record. 

All the critical elements are well taught by the cited reference and the claimed invention 
is properly included in this rejection. 



1. No claim is allowed. This is 2 nd non -final rejection. 

2. Any inquiry concerning this communication or earlier communications from the 



examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael G Hartley reached on 571-272-0616. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



examiner should be directed to Vickie Kim whose telephone number is 571-272-0579. The 
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